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DETAILED ACTION 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 1-2, 5, 7-9, 12-17 and 19-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Templeton et al (US 5679938) ("Templeton") in view of May (US 4658126) 



Re claims 1 and 13: Templeton teaches a method and corresponding system for processing a 
previously issued negotiable instrument, the method comprising: entering at least one negotiable 
instrument identifier into a terminal (col. 12, lines 18-20); transmitting the at least one negotiable 
instrument identifier from the terminal to a host computer (col. 12, lines 23-27); receiving, at the 
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terminal, a sign from the host computer, wherein the sign indicates an authorization status of the 
negotiable instrument (col. 12, lines 2-6); 

Templeton does not explicitly teach upon an indication that the negotiable instrument is not 
authorized for encashment, automatically printing a mark on a document using a printer in 
communication with the terminal, wherein the mark corresponds with the sign and indicates that 
the negotiable instrument is not authorized for encashment. However, Templeton teaches upon 
an indication that the negotiable instrument is not authorized for encashment, automatically 
displaying authorization indicia on a terminal, wherein the indicia corresponds with the sign and 
indicates that the negotiable instrument is not authorized for encashment (col. 11, lines 35-52; 
col. 14, lines 55-63; col. 19, line 60 thru col. 20, line 2). Templeton further teaches that, "If the 
transaction was approved, the authorization indicia will provide a transaction-specific multi-digit 
approval code that is recorded on the check by the merchant, along with the merchant's 
identification number. The approval code and merchant identification number may be written by 
hand, or printed using a suitable printing device". 

May teaches returning a negotiable instrument to a payee with an indication of insufficient funds 
(col. 2, lines 63-68). Since Templeton teaches displaying rather than printing, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify Templeton to 
include printing the displayed authorization indicia indicating that the negotiable instrument is 
not authorized such as when there is insufficient funds as taught by May for the obvious reason 
of notifying the payee of the reason for disapproval. 
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Re claims 2, 14 and 15: Templeton and May teach wherein the step of automatically printing a 
mark on a document comprises automatically printing the sign on the document (see claim 1 
analysis above). 

Re claim 5 : Templeton does not explicitly teach automatically printing the mark on the 
negotiable instrument. May teaches automatically printing the mark on the negotiable instrument 
(col. 2, lines 63-68). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify Templeton to include printing the displayed authorization indicia 
indicating that the negotiable instrument is not authorized such as when there is insufficient 
funds on the negotiable instrument as taught by May for the obvious reason of notifying the 
payee of the reason for disapproval. 

Re claim 7: Templeton does not explicitly teach wherein the step of automatically printing a 
mark on a document comprises automatically printing a bar code on the document. However, 
Templeton teaches printing an approval code on the document (col. 14, lines 55-63). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Templeton to include bar code as a form of approval code. One would have been motivated to do 
so as a matter of convenience because bar codes can be easily read using bar code reader. 

Re claim 8: Templeton teaches wherein the step of entering at least one negotiable instrument 
identifier comprises entering a serial number of the negotiable instrument (col. 12, lines 9-18). 



Application/Control Number: 09/751,126 
Art Unit: 3691 



Page 5 



Re claim 9: Templeton teaches wherein the step of entering at least one negotiable instrument 
identifier comprises entering an amount of the negotiable instrument (col. 12, lines 18-20). 

Re claims 16 and 19: Templeton does not exphcitly teach the use of optical reader or bar code 
for reading the at least one negotiable instrument identifier from the negotiable instrument. 
Official notice is hereby taken that optical readers and bar code readers are old and well known 
in the art. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Templeton to include optical reader or bar code reader for reading the 
identifiers. One would have been motivated to do so in order to ensure that the identifiers 
characters are better recognized thereby reducing or eliminating errors (optical reader); and bar 
code reader provides a convenient way of reading bar codes. 

Re claim 17: Templeton teaches wherein the terminal further comprises a magnetic ink reader for 
reading the at least one negotiable instrument identifier from the negotiable instrument (col. 12, 
lines 7-18). 

Re claims 12, 20 and 22-23: Templeton teaches a method and corresponding system for 
authorizing a negotiable instrument for encashment, the method comprising: entering at least one 
negotiable instrument identifier into a terminal (col. 12, lines 18-20); transmitting the at least one 
negotiable instrument identifier from the terminal to a host computer (col. 12, lines 23-27); 
receiving, at the terminal, a sign from the host computer, wherein the sign indicates an 
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authorization status of the negotiable instrument (col. 12, lines 2-6); automatically printing the 
sign on the negotiable instrument using a printer in communication with the terminal (col. 14, 
lines 55-63). 

Templeton does not explicitly teach automatically printing processing instructions on the 
negotiable instrument if the sign indicates that the negotiable instrument is not authorized for 
encashment. However, Templeton teaches automatically displaying processing instructions on 
the negotiable instrument if the sign indicates that the negotiable instrument is not authorized for 
encashment (col. 11, lines 35-52; col. 14, lines 55-63; col. 19, line 60 thru col. 20, line 2). 
Templeton further teaches that, "If the transaction was approved, the authorization indicia will 
provide a transaction-specific multi-digit approval code that is recorded on the check by the 
merchant, along with the merchant's identification number. The approval code and merchant 
identification number may be written by hand, or printed using a suitable printing device" and 
that the authorization indicia may include an approval code, decline code or a "call center" 
message (see at least col. 29, lines 13-18 and 35-50; col. 30, lines 13-26) 

May teaches returning a negotiable instrument to a payee with an indication of insufficient funds 
(col. 2, lines 63-68). Since Templeton teaches displaying or signaling rather than printing, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Templeton to include printing the processing instructions on the negotiable instrument if the sign 
indicates that the negotiable instrument is not authorized such as when there is insufficient funds 
as taught by May for the obvious reason of notifying the payee of the reason for disapproval. 
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Re claim 21 : Templeton does not explicitly teach printing void on the document (data content of 
the mark). However these differences are only found in the nonfunctional descriptive material 
and are not functionally involved in the method (or structurally programmed) steps recited. The 
steps would be performed the same regardless of data contents. Thus, this descriptive material 
will not distinguish the claimed invention from the prior art in terms of Patentability, see In re 
Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). Therefore, it would have been obvious to one of ordinary skill 
at the time of the invention to have printed any type of data content (mark). Such data content 
does not functionally relate to the steps and the subjective interpretation of the data content does 
not patentably distinguish the claimed invention 

Claims 10-11 and 18 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
unpatentable over Templeton in view of May and further in view of Gustin et al. (US 5897625) 
("Gustin") 

Re claims 10-11: Templeton does not explicitly teach wherein the negotiable instrument 
is a money order or a gift certificate. Gustin teaches automated document cashing system. 
Specifically Gustin teaches encashment of negotiable instruments including money order after a 
confirmation is received from a banking network (abstract, col. 17, lines 38 through col. 18, lines 
22, Figs. 17A-B). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Templeton to include encashment of document (negotiable instrument) as 
taught by Gustin. One would have been motivated to do so in order to provide easy cash access 
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to holders of such instrument and by ensuring the authenticity of such instruments. 



Re claim 1 8 : Templeton does not explicitly teach wherein the terminal further comprises an 
image scanner for scanning the negotiable instrument so as to obtain the at least one negotiable 
instrument identifier. Gustin teaches wherein the terminal further comprises an image scanner 
for scanning the negotiable instrument so as to obtain the at least one negotiable instrument 
identifier (col. 17, lines 45-46). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify Templeton to include this feature as taught by Gustin. One 
would have been motivated to do so in order to retain a copy of the instrument for tracking/audit 
purposes. 

Claims 24-27 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
unpatentable over Templeton in view of May, in view of Gustin et al and further in view of 
Watson et al (US 6226624)/Embrey (US 631 1 170). 

Re claims 24-27: Templeton, May and Gustin are as discussed above. Templeton does not 
explicitly teach comparing the serial number and the amount of the negotiable instrument 
identifying information stored on the host computer; upon determining that the serial number and 
the amount of the negotiable instrument does not match the negotiable instrument identifying 
information stored on the host computer, transmitting the sign indicating the authorization status 
to the terminal, wherein the authorization status indicates that the negotiable instrument is not 
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authorized for encashment; wherein the step of automatically printing the mark on a document 
occurs upon the determination that the serial number of the negotiable instrument does not match 
the negotiable instrument identifying information stored on the host computer. 
However, Templeton further teaches differentiating between a good check and a bad check (col. 
12, lines 52-58; col. 14, lines 28-64). Gustin teaches the concept checking the authenticity of 
money order for cashing (col. 18, lines 9-12). 

Watson/Embrey teaches the concept of comparing a serial number and an amount of a negotiable 
instrument to determine its authenticity (Watson: col. 16, lines 54-63; Embrey: col. 4, lines 35- 
64, col. 24, lines 5-17). Therefore, it would have been obvious to one of ordinary skill in the art 
to modify Templeton to include these concepts for the obvious reason of providing increased 
security and minimizing the opportunity for alteration of the negotiable instrument. 



Response to Arguments 

Applicant's arguments filed 8/1/2008 have been fully considered but they are not 
persuasive. 

Applicant argues that Templeton and May fail to teach printing a mark on a document 
using a printer in communication with the terminal, wherein the mark corresponds with the sign 
and indicates that the negotiable instrument is not authorized for encashment. Examiner 
respectfully disagrees. Templeton teaches displaying the aforementioned information. May 
explicitly teaches returning a check having an indication that insufficient funds are available for 
payment (equivalent to negotiable instrument not authorized for encashment). Also, the test for 
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obviousness is not whether the features of a secondary reference may be bodily incorporated into 
the structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined teachings of 
the references would have suggested to those of ordinary skill in the art. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981). 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Gallagher et al (US 6003763) teaches a rejection code that signals to the merchant to take 
further actions (col. 15, lines 27-37). 

Templeton et al (US 6547132) teaches a payment terminal for determining the 
authenticity of document. Templeton further teaches that the payment terminal comprises a 
printing device configured to print on a roll receipt and further configured to print on a check (or 
other document, for example, a money order) that is received in the second slot. That is, 
advantageously, a single printing device may print receipts off of a paper roll or print directly to 
a check to, for example, fill out the blanks on a check or frank the back of the check as "for 
deposit." Preferably, the processor is further programmed to, when processing a checking 
account transaction, print a receipt on the check and treat the transaction as an electronic debit. 
Printing the receipt may include marking the check as void or processed. Alternatively, when 
processing a checking account transaction that is a payment by paper check as opposed to an 
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electronic debit of the checking account, the processor is programmed to frank the check as "for 
deposit." (see at least col. 2, lines 25-31 and col. 3, lines 6-20). 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLABODE AKINTOLA whose telephone number is (571)272- 
3629. The examiner can normally be reached on M-F 8:30AM -5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on 571-272-6771 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

OA 

/Hani M. Kazimi/ 

Primary Examiner, Art Unit 3691 



